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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 04 January 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 1-11 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 12-16 is/are rejected. 

7) D Claim(s) is/are objected to. i i 

8) D Claim(s) are subject to restriction and/or election requirement;. 

Application Papers 
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I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Status 

Claims 1-1 1 are withdrawn from further consideration. Claims 12-16 have been 
amended in response to the previous Office Action of 12/13/2005. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

« 

2. Claims 12-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Conia 
etal (US Pat 5,972,667). 

3. Regarding claim 12, Conia teaches: A temperature cycling apparatus, 
comprising: a processing chamber; (see, e.g. figure 1 and column 6 lines 35-41) an 
infrared (IR) heating source, (see column 3, lines 20-30) said infrared heating source 
configured to generate energy a first infrared wavelength so as to generate a first 
desired temperature for a first duration and produce a first desired reaction within a 
sample placed in said processing chamber; (see column 5 line 67 through column 6 line 
10, and see claim 10) and said infrared (IR) heating source is further configured to 
generate energy at a second infrared wavelength so as to generate a second desired 
temperature for a second duration and produce a second desired reaction within the 
sample (see column 5 line 67 through column 6 line 10, and see claim 10). With 
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particular regard as to selecting an infrared wavelength so as to generate a desired 
temperature and generating multiple desired temperatures, note Conia teaches: "The 
systems and methods described in the present invention accomplish laser-generated 
incremental temperature elevations... which is a function of the laser beam intensity, 
wavelength , profile and distributed photon intensity, which can be controlled... to favor 
one, several or all phases of the polymerase chain reaction " (column 5, line 67 through 
column 6, line 10, emphasis added). Conia also teaches several lasers emitting 
different wavelengths in the infrared range (column 3, lines 50-60). 

4. Regarding claim 13, Conia teaches: The temperature cycling apparatus of claim 

12, wherein said infrared (IR) heating source further is configured to generate energy at 
a third infrared wavelength so as to generate a third desired temperature for a third 
duration and produce a third desired reactiqn within the sample. See column 3, lines 
20-30, and see column 5, line 67 through column 6, line 10, and see claim 10. See also 
figure 1 and column 6, lines 35-41. With particular regard as to selecting an infrared 
wavelength so as to generate a desired temperature and generating multiple desired 
temperatures, note Conia teaches: "The systems and methods described in the present 
invention accomplish laser-generated incremental temperature elevations... which is a 
function of the laser beam intensity, wavelength , profile and distributed photon intensity, 
which can be controlled... to favor one, several or all phases of the polymerase chain 
reaction " (column 5, line 67 through column 6, line 10, emphasis added). 

5. Regarding claim 14, Conia teaches: The temperature cycling apparatus of claim 

13, wherein: said first desired temperature corresponds to a denaturing step for a 
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polymerase chain reaction (PCR) process; said second desired temperature 
corresponds to an annealing step for said PCR process; and said third desired 
temperature corresponds to an extending step for said PCR process. See column 3, 
lines 20-30, and see column 5, line 67 through column 6, line 10, and see claim 10. 
See also figure 1 and column 6, lines 35-41. With particular regard as to selecting an 
infrared wavelength so as to generate a desired temperature and generating multiple 
desired temperatures, note Conia teaches: "The systems and methods described in the 
present invention accomplish laser-generated incremental temperature 
elevations... which is a function of the laser beam intensity, wavelength , profile and 
distributed photon intensity, which can be controlled... to favor one, several or all phases 
of the polymerase chain reaction " (column 5, line 67 through column 6, line 10, 
emphasis added). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conia et al (US Pat 5,972,667) in view of Oh et al (Pub No US 2003/0092172 A1). 

8. Claims 15 and 16 depend from claims 12-14. Regarding claim 12, Conia 
teaches: A temperature cycling apparatus, comprising: a processing chamber; (see, 
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e.g. figure 1 and column 6 lines 35-41) an infrared (IR) heating source, (see column 3, 
lines 20-30) said infrared heating source configured to generate energy a first infrared 
wavelength so as to generate a first desired temperature for a first duration and produce 
a first desired reaction within a sample placed in said processing chamber; (see column 
5 line 67 through column 6 line 10, and see claim 10) and said infrared (IR) heating 
source is further configured to generate energy at a second infrared wavelength so as 
to generate a second desired temperature for a second duration and produce a second 
desired reaction within the sample (see column 5 line 67 through column 6 line 10, and 
see claim 10). 

9. Conia also teaches claim 13: The temperature cycling apparatus of claim 12, 
wherein said infrared (IR) heating source further is configured to generate energy at a 
third infrared wavelength so as to generate a third desired temperature for a third 
duration and produce a third desired reaction within the sample. See column 3, lines 
20-30, and see column 5, line 67 through column 6, line 10, and see claim 10. 

10. Conia further teaches claim 14: The temperature cycling apparatus of claim 13, 
wherein: said first desired temperature corresponds to a denaturing step for a 
polymerase chain reaction (PCR) process; said second desired temperature 
corresponds to an annealing step for said PCR process; and said third desired 
temperature corresponds to an extending step for said PCR process. See column 3, 
lines 20-30, and see column 5, line 67 through column 6, line 10, and see claim 10. 
See also figure 1 and column 6, lines 35-41. With particular regard as to selecting an 
infrared wavelength so as to generate a desired temperature and generating multiple 
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desired temperatures, note Conia teaches: The systems and methods described in the 
present invention accomplish laser-generated incremental temperature 
elevations... which is a function of the laser beam intensity, wavelength , profile and 
distributed photon intensity, which can be controlled... to favor one, several or all phases 
of the polymerase chain reaction " (column 5, line 67 through column 6, line 10, 
emphasis added). Conia also teaches several lasers emitting different wavelengths in 
the infrared range (column 3, lines 50-60). 

With regard to claims 15 and 16, Conia does not teach an apparatus further 
comprising a first, second and third chamber, each said chamber being of a different 
temperature and having a different infrared wavelength. Oh teaches an apparatus 
comprising a first, second and third chambers, each maintained at separate 
temperatures (see for example figures 9-1 1 and page 2, paragraph [0030]). Regarding 
claim 16, Oh teaches a conveyer comprising a system of channels and valves 
connecting the chambers and pneumatic air pressure providing the driving force to 
transport the sample from one chamber to the next (see page 2, paragraph [0034]). Oh 
teaches the use of infrared energy as a means of providing an appropriate temperature 
in the reaction chamber (see page 3, paragraph [0046] and claim 17). Oh does not 
teach the use of infrared energy of different wavelengths. It would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention of the instant 
application was made to combine the teachings of Conia for using different infrared 
wavelengths to control the temperature of the sample in the reaction chamber with the 
use of separate sample chambers connected by the conveyer system as taught by Oh. 
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Conia clearly teaches achieving a target temperature by controlling the wavelength of 
the infrared energy source: "The systems and methods described in the present 
invention accomplish laser-generated incremental temperature elevations... which is a 
function of the laser beam intensity, wavelength , profile and distributed photon intensity, 
which can be controlled... to favor one, several or all phases of the polymerase chain 
reaction " (column 5, line 67 through column 6, line 10, emphasis added). Conia also 
clearly teaches the use of different lasers producing different wavelengths of infrared 
energy (see column 3, lines 45-59) and provides motivation to use lasers (and thus 
defined wavelengths) for use in microscopic devices: "A laser beam focused by the 
objective lens of a microscope can be used to illuminate or to transfer energy to a very 
small part of a microscopic target specimen" (column 4, lin^s 48-51). This motivation to 
use lasers (and thus defined wavelengths) harmonizes with the express teaching of Oh 
to use his invention in a microchip or "lab on a chip" format for PCR (page 5, paragraph 
[0071]). Oh provides motivation to use discrete chambers maintained at different 
temperatures for the different stages of PCR because in his system, "there is no need 
for any circuits for cooling or cooling system" (page 5, paragraph [0068]). 



Response to arguments 

Applicant's amendments to the claims and arguments regarding the rejections of 
the previous Office Action of 12/13/2005 and reiterated above have been carefully 
considered, but are not persuasive. In particular, Applicant argues that the 
amendments to claims 12 and 13 distinguish over the prior art because the wavelengths 
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of the apparatus are selected so as to heat the "sample" without heating the "medium 
containing the sample". 

First and foremost, the new limitations introduced by the amendments are 
directed to an intended use. Applicants claims do not recite any specific wavelengths, 
and Conia teaches that his invention "accomplish laser-generated incremental 
temperature elevations... which is a function of the laser beam intensity, wavelength , 
profile and distributed photon intensity, which can be controlled" (Conia, column 5, line 
67 through column 6, line 10). Additionally, Conia states "The present invention 
teaches the use of controlled preferably infrared energy extending from 750 nm to 
millimeter waves to produce molecular effects in biological specimens and/or biological 
systems" (column 3 lines 20-24). Thus, because Conia teaches that the wavelength of 
the IR source can be controlled over a range of wavelengths, the apparatus taught by 
Conia could be used according to the claims of the instant application. 

It is clearly stated in MPEP 21 14: 

APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE FROM THE PRIOR ART 
>While features of an apparatus may be recited either structurally or functionally, claims< directed to 
>an< apparatus must be distinguished from the prior art in terms of structure rather than function. >ln re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of a 
disclosure in a prior art reference relating to function did not defeat the Board's finding of anticipation of 
claimed apparatus because the limitations at issue were found to be inherent in the prior art reference); 
see also In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);< In re Danly, 263 
F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990) (emphasis in original). 



MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE APPARATUS CLAIM FROM 
THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" if the prior art 
apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. 
App. & Inter. 1987) (The preamble of claim 1 recited that the apparatus was "for mixing flowing developer 
material" and the body of the claim recited "means for mixing said mixing means being stationary and 
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completely submerged in the developer material". The claim was rejected over a reference which taught 
all the structural limitations of the claim for the intended use of mixing flowing developer. However, the 
mixer was only partially submerged in the developer material. The Board held that the amount of 
submersion is immaterial to the structure of the mixer and thus the claim was properly rejected.). 

Since there is no structural distinction between the apparatus of Applicant's 
claims but only a distinction as to intended use, the apparatus taught by Conia meets 
the limitations of the claims. Therefore the rejections are maintained and this action is 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel Woolwine whose telephone number is (571) 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



made FINAL. 



Conclusion 



272-1144. The examiner can normally be reached on Mop-Fri 9:00am-5:00pm. 
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